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Sir: 

This is an appeal from the decision of the Examiner mailed August 10, 2005 
finally rejecting all of the pending claims 1-37. An Appendix containing a copy of the 
claims on appeal Is attached hereto. 
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(1 ) REAL PARTY IN INTEREST 

The real party in interest is Solid State Opto Limited, the assignee of the entire 
right, title and interest in and to the above application. 

(2) RELATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences which directly affect or have any 
bearing on the Board's decision in the pending appeal. 

(3) STATUS OF CLAIMS 

This appeal is taken on all of the pending claims 1-37. 

(4) STATUS OF AMENDMENTS 

No amendments were filed subsequent to the final rejection of August 10, 2005. 

(5) SUMMARY OF INVENTION 

The invention toward which the appealed claims are directed relates to a method 
of selecting a light redirecting film or optical panel including the steps of providing a 
length of film or substrate having a pattern 40 of individual optical elements 5^" that 
varies, selecting an area of the pattern that best suits a particular application, and 
removing the selected area from the film or substrate to provide the light redirecting film 
or optical panel as shown in Fig. 15 of the drawings and described on page 14, lines 15- 
19 of the specification as amended. The length of film or substrate comprises a roll 41 
of the film or substrate which may have a repeating pattern of the optical elements 
thereon that are quite small in relation to the width and length of the film or substrate 
and may vary in slope angle, density, position, orientation, height or depth, shape 
and/or size at different locations on the film or substrate as shown in Figs. 7, 8, 10, 13 
and 14 and described on page 11, lines 27-32 of the amended specification. 
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Alternatively, the individual optical elements may be randomized on the film or substrate 
as schematically shown in Figs. 16 and 17. Also, at least some of the individual optical 
elements may be arranged in groupings 32, 32' and 32" across the film or substrate, 
with at least some of the optical elements in each grouping having a different size or 
shape characteristic that collectively produce an average size or shape characteristic for 
each of the groupings that varies across the film or substrate as schematically shown in 
Figs. 7, 13 and 15 and described on page 12, lines 1-20 of the amended specification. 
Moreover, at least some of the optical elements may overlap each other as shown in 
Figs. 6, 7, 13 and 15 or intersect each other as shown in Figs. 8-10 or interlock each 
other as shown in Figs. 1 1 and 12 and described on page 1 1 , lines 1-9 of the amended 
specification. 

(6) ISSUES 

The following issues are presented for review on appeal: 

A. Whether claims 1 , 2, 1 0. 1 2-1 5, 1 8-21 , 29, 30, 32-34 and 37 are 
anticipated by Ashall (U.S. Patent 5,390,436) under 35 U.S.C. § 102(b) or, in the 
alternative, obvious over Ashall under 35 U.S.C. § 103(a). 

B. Whether claims 1 0, 1 6, 30 and 35 are anticipated by Parker et al (U.S. 
Patent 5,618,096) under 35 U.S.C. § 102(b), or In the altemative, obvious over Parker 
et al under 35 U.S.C. § 103(a). 

C. Whether claims 3, 4, 7, 1 1 , 1 7, 22, 23, 26, 31 and 36 are unpatentable 
over Ashall (U.S. Patent 5,390,436) in view of Mizobe (U.S. Patent 5,641 ,219) under 35 
U.S.C. § 103(a). 
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D. Whether claims 5, 6, 8, 9, 24, 25, 27 and 28 are unpatentable over Ashall 
(U.S. Patent 5,390,436) under 35 U.S.C. § 103(a). 

(7) GROUPING OF CLAIMS 

For the reasons set forth In the argument which follows, not all of the rejected 
claims as grouped by the Examiner stand or fall together. 

(8) ARGUMENT 

Appellants' contentions with respect to the issues presented for review, and the 
basis therefor, are set forth below. 

A. The rejection of claims 1,2,10,1 2-1 5, 1 8-21 , 29, 30, 32-34 and 

37 

Claims 1, 2, 10, 12-15, 18-21, 29, 30, 32-34 and 37 are rejected under 35 U.S.C. 
§ 102(b) as being anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as 
obvious over Ashall. 

The Examiner acknowledges that Ashall fails to disclose the claimed method of 
selecting a light redirecting film (or optical panel), but contends it would have been 
obvious that the claimed method of selecting a light redirecting film was inherently 
disclosed by the structural limitations of the illumination device of Ashall. Alternatively, 
the Examiner contends that even if the particular method presented by the claims is not 
considered as inherently disclosed by the stmcture of Ashall, such method would have 
been considered an obvious matter of design choice as required by the specific 
requirements of a particular application, allegedly because the method has no impact on 
the final structure or characteristics of the claims' optical film. According to the 
Examiner, support for such finding of non-critical ity of the method is found in the 
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appellants' own description which the Examiner states is silent as to the advantages of 
one method over another and makes no mention at all of a particular method of 
selecting the light redirecting film. 

However, this is clearly not the case, in that page 14, lines 6-10 of the 
specification as filed (and page 14, lines 15-19 of the specification as amended) 
specifically discloses that where the light redirecting film has a pattern of optical 
elements thereon that varies along the length of the film, a roll of the film may be 
provided having a repeating pattern of optical elements thereon as schematically shown 
in Fig. 15 to permit a selected area of the pattern that best suits a particular application 
to be die cut from the roll of film. Moreover, it is respectfully submitted that nowhere 
does Ashall disclose or suggest the method of selecting a light redirecting film or optical 
panel for a particular application including the steps of providing a length of film or 
substrate having a pattern of optical elements on or in the film or substrate that varies, 
selecting an area of the pattern that best suits a particular application, and removing the 
selected area from the film or substrate to provide the light redirecting film or optical 
panel as recited in these claims. 

The Examiner concedes in the first paragraph on page 1 1 of the final rejection 
and elsewhere that no method of selecting such film is explicitly discussed in Ashall. 
Nevertheless, the Examiner argues that one of ordinary skill in the art would have 
recognized that before providing the film to the panel of Ashall one would have to select 
the appropriate film 13 before applying it to the panel 10. However, the only disclosure 
in Ashall regarding using a film is column 2, lines 37-40, which states that the matrix of 
dots may be applied to a transparent film which then may be adhered to the transparent 
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sheet. This is entirely different than providing a length of film or substrate having a 
pattern of optical elements on or in the film or substrate that varies, selecting an area of 
the pattern on the length of film or substrate that best suits a particular application, and 
then removing the selected area from the length of film or substrate to provide the light 
redirecting film or optical panel as claimed. Thus it is submitted that the Examiner has 
made a modification to Ashall which is not suggested by anything other than appellants' 
own disclosure. This is hindsight reconstruction, which is clearly improper. 

Also, while Ashall discloses that the dots can be of any shape, for example 
square, round, rectangular, triangular or of in^egular shape (column 2, lines 27-29), there 
is no disclosure or suggestion in Ashall of providing a length of film or substrate having 
a pattern of optical elements on or in the length of film or substrate that varies, wherein 
at least some of the optical elements have different shapes as recited in claims 14 and 
33, or wherein at least some of the optical elements have a different beam profile at 
different locations on the length of film as recited in claims 15 and 34. Nor does Ashall 
disclose or suggest providing such a length of film or substrate having a pattern of 
optical elements that varies, wherein at least some of the optical elements are arranged 
in groupings across the length of film, with at least some of the optical elements in at 
least some of the groupings having a different size or shape characteristic that 
collectively produce an average size or shape characteristic for each of the groupings 
that varies across the length of film as recited in claim 19. 

Accordingly, claims 1, 2, 10, 12-15, 18-21, 29, 30, 32-34 and 37 are submitted as 
cleariy allowable over Ashall. 
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B. The rejection of claims 10, 16, 30 and 35 

Claims 10, 16, 30 and 35 are rejected under 35 U.S.C. § 102(b) as anticipated by 
or, In the alternative, under 35 U.S.C. § 103(a) as obvious over Parker et al. 

The Examiner acl<nowledges that Parker et al fails to disclose the claimed 
method for selecting a light redirecting film (or optical panel), but contends It would have 
been obvious that the claimed method of selecting a light redirecting film was inherently 
disclosed by the structural limitations of the illumination device of Parker et al. 
Alternatively, the Examiner contends that even if the particular method presented by the 
claims Is not considered as inherently disclosed by the patented structure of Parker et 
al, such method would have been considered an obvious matter of design choice as 
required by the specific requirements of a particular application, such method having no 
Impact on the final structure or characteristics of the claims' optical film. According to 
the Examiner, support for such finding of non-criticallty of the method is found In the 
applicants' own description which is silent as to the advantages of one method over 
another. Also according to the Examiner, applicants' disclosure is directed to the 
structure, and makes no mention at all of a particular method of selecting a light 
redirecting film. 

However, as pointed out previously, page 14, lines 6-10 of applicants' 
specification as filed clearly discloses the claimed method of selecting a light redirecting 
film or optical panel for a particular application. Moreover, while Parker et al admittedly 
disclose a light redirecting film having a plurality of optical elements disposed in a 
pattern on the film that are small in relation to the size of the film, and may be randomly 
distributed on the film, nowhere does Parker et al disclose or suggest the claimed 
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method of selecting a light redirecting film or optical panel for a particular application 
including the steps of providing a length of film or substrate having a pattern of such 
individual optical elements that varies, selecting an area of the length of film or 
substrate that has a pattern of the optical elements that best suits a particular 
application, and removing the selected area from the length of film or substrate to 
provide the light redirecting film or optical panel. Thus here again, it is respectfully 
submitted that the Examiner has modified Parker et al In light of applicants' own 
disclosure and certainly not from any teachings or suggestions found in Parker et al, 
which is clearly improper. Accordingly, claims 10, 16, 30 and 35 are submitted as 
clearly allowable over Parker et al. 

C. The rejection of claims 3, 4, 7, 1 1 , 17, 22, 23, 26, 31 and 36 

Claims 3, 4, 7, 1 1 , 17, 22, 23, 26, 31 and 36 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Ashall in view of Mizobe. 

The Examiner acknowledges that Ashall does not disclose or suggest the pattern 
(of optical elements) varying along the width of the film (as recited in claims 3 and 22); 
the pattern varying along both the length and width of the film (as recited in claims 4 and 
23); the pattern being a repeating pattern on the film (as recited in claims 7, 1 1 , 26 and 
31 ); and at least some of the optical elements being oriented at different angles on the 
film (as recited in claims 17 and 36). 

As to some of these claim features, the Examiner contends it would have been 
obvious to vary the pattern of Ashall along the width of the film (as recited in claims 3 
and 22), or both the length and width of the film (as recited in claims 4 and 23) to 
compensate for the distribution of light across the surface of the light source and further 
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increase the uniformity of the light produced by the film, as per the teachings of Mizobe 
(column 4, lines 24-40). Also according to the Examiner, it would have been obvious to 
orient at least some of the optical elements of Ashall at different angles on the film (as 
recited in claims 1 7 and 36) to compensate for the angular displacement as well as the 
longitudinal displacement of the optical elements with respect to the location of the light 
source, to further increase the uniformity of the light produced by the film, as per the 
teachings of Mizobe (column 4, lines 59-65). 

However, nowhere does Mizobe disclose or suggest varying the pattern along a 
length of film as recited in claims 3 and 22 or along both the width and length of the film 
as recited in claims 4 and 23, or of orienting at least some of the optical elements at 
different angles on the length of film as recited in claims 17 and 36 and then selecting 
an area of the pattern that best suits a particular application and removing the selected 
area from the length of film to provide a light redirecting film or optical panel as recited 
in these claims. Moreover, nowhere does Mizobe disclose or suggest providing a 
repeating pattern on a length of film or substrate from which an area of the film or 
substrate that has a pattern of the optical elements that best suits a particular 
application is selected and removed from the film or substrate to provide a light 
redirecting film or optical panel as recited in claims 7, 1 1 , 26 and 31 . Accordingly, 
claims 3, 4, 7. 1 1, 17, 22, 23, 26. 31 and 36 are submitted as clearly allowable over 
Ashall in view of Mizobe. 

D. The rejection of claims 5,6, 8, 9, 24, 25, 27 and 28 

Claims 5, 6, 8, 9, 24, 25, 27 and 28 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Ashall. 
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The Examiner acknowledges that Ashall does not disclose the film being formed 
in a roll (as recited in claims 5, 8, 24 and 27); the selected area being removed from the 
film roll (as recited in claims 5, 8, 24 and 27); and the selected area being die-cut from 
the length of the film (as recited in claims 6, 9, 25 and 28). Nevertheless, the Examiner 
contends it would have been obvious to form the film in a roll (as recited in claims 5, 8, 
24 and 27) with the selected area being removed from such film roll (as recited in claims 
5, 8, 24 and 27) by die-cutting (as recited in claims 6, 9, 25 and 28). 

In support, the Examiner contends that such method of forming and cutting films 
Is not only old and well known, but standard in the art, and that one would have been 
motivated to be able to form such film in a continuous strip easy to store and transport, 
and from which strip desired shapes and sizes could be cut as required by a particular 
application. However, it is respectfully submitted that it is not old and well known or 
standard in the art to make light redirecting films or optical panels from a roll of film or 
substrate having a pattern of optical elements thereon that varies, and selecting and 
removing an area of the pattern on the film or substrate roll that suits a particular 
application to provide a light redirecting film or optical panel as recited in these claims. 
In fact, the only motivation for making these modifications to Ashall is appellants' own 
disclosure. This is hindsight reconstruction and does not establish obviousness under 
35 U.S.C. § 103(a). Accordingly, claims 5, 6, 8, 9, 24, 25, 27 and 28 are submitted as 
clearly allowable over Ashall. 
CONCLUSION 

For the reasons set forth above, appellants respectfully request that the rejection 
of claims 1-37 on appeal be reversed and that such claims be allowed. 
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The Brief is filed herewitli in triplicate, and a credit card payment (Form PTO- 
2038) in the amount of $500.00 is enclosed to cover the costs associated with its filing. 

In the event that an extension of time is necessary, this should be considered to 
be a petition for such an extension. If required, fees are enclosed for the extension of 
time. In the event any additional fees are due in connection with the filing of this Brief, 
the Commissioner is hereby authorized to charge those fees to our Deposit Account No 
18-0988 (Attorney Docket GLOLP01 14USA). 



Respectfully submitted, 



RENNER, OTTO, BOISSELLE & SKLAR, LLP 



By 




Donald L. Otto, Registration No. 22,125 



1621 Euclid Avenue 
Nineteenth Floor 



Cleveland, Ohio 44115-2191 
Phone: 216-621-1113 
Fax: 216-621-6165 
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CLAIMS APPENDIX 

1. A method of selecting a light redirecting film for a particular application 
comprising the steps of providing a length of film having a pattern of optical elements on 
or in the film that varies, selecting an area of the pattern that best suits a particular 
application, and removing the selected area from the film to provide the light redirecting 
film. 

2. The method of claim 1 wherein the pattern varies along the length of the film. 

3. The method of claim 1 wherein the pattem varies along the width of the film. 

4. The method of claim 1 wherein the pattern varies along the length and width 
of the film. 

5. The method of claim 1 wherein the length of the film comprises a roll of the 
film from which the selected area is removed. 

o 

6. The method of claim 1 wherein the selected area is die cut from the length of 
the film. 

7. The method of claim 1 wherein the pattern is a repeating pattern on the film. 
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8. The method of claim 7 wherein the length of the film comprises a roll of the 
film from which the selected area is removed. 

9. The method of claim 8 wherein the selected area is die cut from the roll of the 

film. 

10. A method of selecting a light redirecting film for a particular application 
comprising the steps of providing a length of film having a pattern of individual optical 
elements of well defined shape on or in the film that varies, the optical elements being 
quite small in relation to a width and length of the film, selecting an area of the film that 
has a pattern of the optical elements that best suits a particular application, and 
removing the selected area from the film to provide the light redirecting film. 

1 1 . The method of claim 10 wherein the pattern is a repeating pattern. 

12. The method of claim 10 wherein the pattern varies at different locations on 
the film. 

13. The method of claim 10 wherein at least some of the optical elements 
overiap, intersect or interiock each other. 

14. The method of claim 10 wherein at least some of the optical elements have 
different shapes. 
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1 5. The method of claim 1 0 wherein at least some of the optical elements have a 
different beam profile at different locations on the film. 

16. The method of claim 10 wherein at least some of the optical elements are 
randomly distributed on the film. 

17. The method of claim 10 wherein at least some of the optical elements are 
oriented at different angles on the film. 

18. The method of claim 10 wherein at least some of the optical elements vary in 
at least one of the following characteristics: slope angle, density, position, orientation, 
height or depth, shape, and size. 

19. The method of claim 10 wherein at least some of the optical elements are 
arranged in groupings across the film, with at least some of the optical elements in at 
least some of the groupings having a different size or shape characteristic that 
collectively produce an average size or shape characteristic for each of the groupings 
that varies across the film. 

20. A method of selecting an optical panel for a particular application comprising 
the steps of providing a length of substrate having a pattern of optical elements on or in 
the substrate that varies, selecting an area of the pattern that best suits a particular 
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application, and removing the selected area from the substrate to provide the optical 
panel. 

21 . The method of claim 20 wherein the pattern varies along the length of the 
substrate. 

22. The method of claim 20 wherein the pattern varies along the width of the 
substrate. 

23. The method of claim 20 wherein the pattern varies along the length and 
width of the substrate. 

24. The pattern of claim 20 wherein the length of the substrate comprises a roll 
of the substrate from which the selected area is removed. 

25. The method of claim 20 wherein the selected area is die cut from the length 
of the substrate. 

26. The method of claim 20 wherein the pattern is a repeating pattern on the 
substrate. 

27. The method of claim 26 wherein the length of the substrate comprises a roll 
of the substrate from which the selected area is removed. 
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28. The method of claim 27 wherein the selected area is die cut from the roll of 
the substrate. 

29. The method of claim 20 wherein the optical panel is a backlight. 

30. A method of selecting an optical panel for a particular application comprising 
the steps of providing a length of substrate having a pattern of individual optical 
elements of well defined shape on or in the substrate that varies, the optical elements 
being quite small in relation to a width and length of the substrate, selecting an area of 
the substrate that has a pattern of the optical elements that best suits a particular 
application, and removing the selected area from the substrate to provide the optical 
panel. 

31. The method of claim 30 wherein the pattern is a repeating pattern. 

32. The method of claim 30 wherein the pattern varies at different locations on 
the substrate. 

33. The method of claim 30 wherein at least some of the optical elements have 
different shapes. 

34. The method of claim 30 wherein at least some of the optical elements have a 
different beam profile at different locations on the film. 
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35. The method of claim 30 wherein at least some of the optical elements are 
randomly distributed on the film. 

36. The method of claim 30 wherein at least some of the optical elements are 
oriented at different angles on the film. 

37. The method of claim 30 wherein at least some of the optical elements vary in 
at least one of the following characteristics: slope angle, density, position, orientation, 
height or depth, shape and size. 
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EVIDENCE APPENDIX 

There is no evidence to be considered under this heading. 
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RELATED PROCEEDINGS APPENDIX 

There are no related proceedings to be considered under this heading. 
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